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RESPONSE TO RESTRICTION AND ELECTION REQUIREMENT 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Applicant is in receipt of the communication mailed August 10, 2006. This 
communication contains a restriction requirement. It also contains form language relating to a 
species election requirement, but the species election requirement is unexplicated and does not 
comply with the MPEP. It expresses only that the patentably distinct species are "various 
embodiments or species as defined on pages 3-5." As explained to the Examiner by telephone on 
this date, Applicant has no way of knowing what the Examiner is defining as a species or how many 
species the Examiner sees. The Examiner agreed that such a statement is a sufficient response to 
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the election requirement. If the Examiner properly identifies the species he believes to be present, 
Applicant will consider the matter further. 

In response to the restriction requirement, Applicant provisionally elects, with traverse, 
the Group II claims, claims 1-32, drawn to a semiconductor device. 

By way of traversal, Applicant believes the Examiner incorrectly reads the claims and 
that he therefore reaches an erroneous conclusion that restriction is justified. 

The Examiner has concluded that "the product as claimed can be made by another and 

materially different process such as one in which the MAGNET [sic - presumably MAGFET] is 

formed on the chip before the formation of the inductor coil." It appears, from this reasoning, that 

the Examiner is interpreting the independent method claim 33 as being limited to the inductor coil 

being formed under the MAGFET and as not allowing it to be over the MAGFET. However, the 

Examiner has clearly misinterpreted claim 33. Claim 33 claims a method for one-way coupling an 

input signal to an integrated circuit on a semiconductor chip, with the integrated circuit electrically 

isolated from the input signal. The method according to claim 33 comprises acts of, inter alia: 

fabricating an inductor coil on the semiconductor chip. . ., 
fabricating a MAGFET on the semiconductor chip. . ., and 
electrically isolating the MAGFET from the inductor coil. . .. 

Thus, the method of claim 33 merely requires the fabrication of an inductor coil, a MAGFET and 

electrically isolating the MAGFET from the inductor coil. There is no limitation in claim 33 as to 

the order in which these acts need be carried out or which element is on top and which is on bottom. 

It is black letter law that the steps in a method claim can be carried out in any order unless the claim 

language expressly or implicitly requires a specific order. Moreover, the specification teaches no 

limitation as to the order in which the acts are to be carried out. The contrary is, in fact, true. For 

example, at page 6, lines 1-2, it is stated: ". . .the MAGFET can be placed under or over the 

inductor coil at the centre thereof. . .." (Emphasis added.) Also, in the specific description of the 

exemplary embodiment, with reference to Figs. 1-7, the MAGFET 10 is clearly disclosed as being 

formed beneath the conductor coil 4. At page 8, lines 25-28, the application clearly states: 
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On completion of the formation of the MAGFET 10, and the associated 
integrated circuits 2, the oxide layer 7 is deposited over the MAGFET 10. 
The inductor coil is then formed on the oxide layer 7 by a conventional 
CMOS deposition and etching process. 

Yet, it is further stated on page 15, from lines 12-16: 

While the MAGFET 10 has been described as being located beneath in the 
inductor 4, the MAGFET 10 may be located above the inductor coil 4, or 
in any suitable location so that the magnetic field generated by the 
inductor coil 4 cuts the plane of the channel 13 of the MAGFET 10 
substantially at right angles thereto. 

In an integrated circuit fabrication process, if the MAGFET is to be located beneath the 
inductor coil, the MAGFET typically would have to be fabricated before the inductor coil. If the 
MAGFET were to be located above the inductor coil, in the usual fabrication, it would have to be 
fabricated after the inductor coil. Thus, there is a clear disclosure that the acts of the method can be 
carried out in any order. The claims have to be interpreted consistently with that disclosure. When 
the claims are so understood, the Examiner's reasoning falls apart and there is no basis for his 
conclusion that "the product as claimed can be made by another and materially different process 
such as one in which the MAGNET is formed on the chip before the formation of the inductor coil." 
The hypothesized "materially different" process is, in fact, the claimed process. Thus, there is no 
distinctness or independence between the method and product claims. Moreover, when the method 
claims are properly construed as to their scope, it is clear that different searches are not required. 
Accordingly, Applicant requests that the restriction requirement be withdrawn. 
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In response to the restriction requirement set forth in the Office Action mailed 
August 10, 2006, applicant hereby provisionally elects claims for continued examination, with 
traverse. 

Dated: September 2006 Respectfully submitted, 

By «P7^* Z> 

Steven J. Henry ( 

Registration No.: 27,900 

WOLF, GREENFIELD & SACKS, P.C. 

Federal Reserve Plaza 

600 Atlantic Avenue 

Boston, Massachusetts 02210-2206 

(617) 646-8000 
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